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REMARKS 

Claims 1-20 are pending in the present application. Reconsideration of the claims 
is respectfully requested. 

L 35 ILS.C. 8 103, Obviousness. Claims L 3-7. 9-13. 15-17. and 19-20 in view of 
HIDEAKI 

The Examiner has rejected claims 1, 3-7, 9-13, 15-17, and 19-20 under 35 U.S.C. 

§ 103 as being obvious in view of JP ¥ 3-279856 (HIDEAKI) 1991-12-1 1. The 

rejection is respectfully traversed. 

With respect to independent claim 1, which is representative of the other rejected 
claims, the Examiner stated: 

Claims 1, 3-7, 9-13, 15-17 and 19-20 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over JP-279856 (Hideaki). As to claims 1, 3-7, 9- 
13, 15-17 and 19-20, Hideaki discloses a method/apparatus for measuring 
sound velocity changes in the cylindrical or columnar material of pressure 
vessels/tanks including a frame 4, probes 2 and 3 for emitting longitudinal 
waves in a chord direction, processing system G for using the time 
differences as a measure of the state of the curved surface 1 1 , see Abstract 
translation and the figures. Further, Hideaki lacks a teaching for testing 
polymeric materials or comparison to an expected time. However, 
Hideaki does teach testing any cylindrical or columnar material using this 
method/apparatus, therefore it is believed that it would have been obvious 
to one of ordinary skill in the art at the time of the invention to have 
applied the Hideaki teaching for testing type of cylindrical or columnar 
material including "polymeric" materials since the principles of operation 
have been applied to any type of material of the shape given. As to 
comparison to an expected time, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have compared to 
previously established result in the Hideaki device to determine the 
hydrogen corrosion or stress affecting the sound velocity. [Final Office 
Action at 2]. 

A. Burden 

The Office bears the burden of establishing a prima facie case of obviousness 
based on the prior art when rejecting claims under 35 U.S.C. § 103. In re Fritch, 972 
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F.2d 1260, 23 U.S.P.Q.2d 1780 (Fed. Cir. 1992). The Examiner has failed to meet that 
burden for the following reasons. 

B. References must teach or suggest all elements of the rejected claims 

For an invention to be prima facie obvious, the prior art must teach or suggest all 
claim limitations. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). "All words 
in a claim must be considered in judging the patentability of that claim against the prior 
art."//i re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 

With regard to independent claims 1, 7, 13, and 17, the references fail to teach or 
suggest all elements of these claims. These independent claims all recite a feature of a 
receiving probe "having a frequency lower than the transmitting probe." Independent 
claim 1, representative of the other rejected claims, is reproduced below (emphasis 
added): 

1 . A system for detecting changes in the properties of a polymeric 
material, the system comprising: 

a frame held against the outside surface of a curved polymeric test 
specimen; 

a transmitting probe attached to said frame, wherein the transmitting 
probe emits critically refracted longitudinal ultrasonic waves that 
travel across the chord of said curved test specimen; 

at least one receiving probe having a frequency lower than the 
transmitting probe and attached to said frame, wherein said receiving 
probe detects said critically refracted ultrasonic waves; and 

a data processing system that measures the travel time of said critically 
refracted ultrasonic waves from the transmitting probe to the receiving 
probe and compares said measured travel time to an expected travel 
time, wherein the speed of said ultrasonic waves is affected by 
variations in material properties along the penetration path of the 
ultrasonic waves. 

The Final Office Action fails to even mention the claimed feature of a receiving 
probe "having a frequency lower than the transmitting probe," much less provide support 
for the Examiner's apparent contention that all claimed features are either taught or 
suggested by the cited HIDEAKI reference. Moreover, the abstract of HIDEAKI, 
reproduced below, fails to teach or suggest any such feature: 
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PURPOSE :To measure the sound velocity of a columnar or cylindrical 
material and to measure hydrogen corrosion and stress which affect the 
sound velocity by making probe holding devices abut on two points on the 
outer periphery of the columnar or cylindrical material 
CONSTITUTION :The probe holding devices 2 and 3 are made to abut on 
the two points of the outer periphery of the columnar or cylindrical 
material, an ultrasonic wave is sent and received from one side to the other 
side in a chord direction, and the sound velocity of the longitudinal wave 
or lateral wave is found from a relational equation V=d/t, where (d) is the 
distance between the two probes 2a and 3 a, and (t) is the propagation time 
of the ultrasonic wave. For example, the propagation time (t) is found by 
reading the time tl from the sent pulse PI of the ultrasonic wave to the 
received pulse P2 by a counter C, A/D converter, etc., and subtracting the 
internal propagation times t2 and t3 of probes 2a and 3 a which are 
measured in advance. Further, even if the probes 2a and 3 a change owing 
to the state of a curved surface, incidence points 2c and 3c are held in the 
same state as to a steel beam 4 with a scale at all times and the sound 
velocity can be measured by finding the distance (d) between the probes 
2a and 3 a. 

Thus, as HIDEAKI fails to teach or suggest this feature of independent claims 1, 
7, 13, and 17, the Examiner has failed to establish a prima facie case of obviousness with 
respect to claims 1, 7, 13, and 17 under 35 U.S.C. § 103. 

C. The Examiner's rejection of claims 17 and 19-20 improperly relies upon prior art not 
of record in this case 

Although the Examiner has cited only the abstract of HIDEAKI, the Examiner's 
argument for obviousness with regard to claims 17 and 19-20 clearly relies upon facts 
that the Examiner alleges are described only in the text of HIDEAKI: 

Applicant's arguments filed 9/20/04 have been fully considered but they 
are not persuasive. Applicant has argued that Hideaki lacks a teaching for 
inspecting tanks and that Maucher does not teach comparing travel times 
affected by variations in material properties whereas the present invention 
is directed at making a qualitative assessment of one material rather than 
distinguishing between distinct types of materials. Such an argument is 
not found persuasive because firstly, in claims 1-16, there is no claim 
language relating to a tank, and with respect to new claims 17-20, a 
verbal translation of the Hideaki disclosure reveals that the recited 
columnar/cylindrical materials are that of pressure vessels. ... [Final 
Office Action, p. 5, emphasis added] 
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Where an English abstract to a foreign patent document that is not in the English 
language is cited, the evidence relied upon by the Examiner consists of only those facts 
contained in the abstract, and not additional facts that may be contained in the underlying 
full text document. 

Prior art uncovered in searching the claimed subject matter of a patent 
application often includes English language abstracts of underlying 
documents, such as technical literature or foreign patent documents which 
may not be in the English language. When an abstract is used to support a 
rejection, the evidence relied upon is the facts contained in the abstract, 
not additional facts that may be contained in the underlying full text 
document. MPEP § 706.02. 

Moreover, where a foreign reference as a whole may be considered prior art, the 
MPEP states that an Examiner should supply an English translation of the full-text patent 
document, at least by the second Office Action in which the reference is cited, even 
when the rejection could be made without relying on the full text document. 

When both the abstract and the underlying document qualify as prior art, 
the underlying document should normally be used to support a rejection. 
In limited circumstances, it may be appropriate for the examiner to make a 
rejection in a non-final Office action based in whole or in part on the 
abstract only without relying on the full text document. In such 
circumstances, the full text document and a translation (if not in English) 
may be supplied in the next Office action. MPEP § 706.02. 

In the present case, where the Examiner clearly appears to be relying on facts that 
the Examiner alleges are within the full-text document, it is not only improper, but 
fundamentally unfair for the Examiner not to provide Applicants with an English 
translation of the full-text document, upon which the Examiner's argument relies heavily. 
In the case of English-language patent documents, part of the Examiner's prima facie 
burden is to point out the particularly portions of the reference relied upon and to explain 
their relevance. 37 CFR §1.1 04(c)(2). The Examiner is by no means absolved of this 
burden when relying on non-English references. 

Moreover, to establish a prima facie case of obviousness, the cited references 
must be considered as a whole. "It is impermissible within the framework of section 103 
to pick and choose from any one reference only so much of it as will support a given 
position, to the exclusion of other parts necessary to the full appreciation of what such 
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reference fairly suggests to one of ordinary skill in the art." In re Hedges, 228 U.S.P.Q. 
685, 687 (Fed. Cir. 1986). However, when the Examiner has failed to obtain a full-text 
translation of the cited reference, there is no way either the Examiner or Applicants may 
determine what the reference in question suggests to one skilled in the art when 
considered as a whole, because there is no way to consider the reference as a whole. 
And, as MPEP § 706.02 points out, what it is that the abstract suggests by itself and what 
it is that the reference as a whole suggests are frequently very different. 

The record must also be clear as to whether the examiner is relying upon 
the abstract or the full text document to support a rejection. The rationale 
for this is several-fold. It is not uncommon for a full text document to 
reveal that the document fully anticipates an invention that the abstract 
renders obvious at best. The converse may also be true, that the full text 
document will include teachings away from the invention that will 
preclude an obviousness rejection under 35 U.S.C. 103, when the abstract 
alone appears to support the rejection. An abstract can have a different 
effective publication date than the full text document. Because all 
patentability determinations are fact dependent, obtaining and considering 
full text documents at the earliest practicable time in the examination 
process will yield the fullest available set of facts upon which to determine 
patentability, thereby improving quality and reducing pendency. MPEP § 
706.02. 

Thus, as the Examiner has failed to make an English translation of the full-text 
document of HIDEAKI of record in the case, the Examiner may not rely on facts 
contained within HIDEAKI, but not within the abstract of HIDEAKI, to establish a prima 
facie case of obviousness. Accordingly, the rejection of claims 17-20 under 35 U.S.C. 
§ 103 is improper and should be withdrawn. 

D. Dependent claims 

If an independent claim is non-obvious under 35 U.S.C. § 103, then any claim 
depending therefrom is non-obvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988). Claims 3-6, 9-13, 15-16, and 19-20 are dependent claims that depend from 
independent claims 1, 7, 13, and 17. Applicants have already demonstrated claims 1, 7, 
13, and 17 to be in condition for allowance. Applicants respectfully submit that claims 3- 
6, 9-13, 15-16, and 19-20 are also allowable, at least by virtue of their dependency on 
allowable claims. 
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For the foregoing reasons, Applicants submit that claims 1 5 3-7, 9-13, 15-17, and 
19-20 are patentable over the references. Accordingly, Applicants respectfully request 
that claims 1, 3-7, 9-13, 15-17, and 19-20 be allowed. 

IL 35 U.S.C. 8 103, Obviousness, Claims 1. 3-7. 9-13. 1547, and 19-20 in view of 
MAUCHER 

The Examiner has rejected claims 1, 3-7, 9-13, 15 and 16 under 35 U.S.C. § 103 
as being obvious in view of US 4438527 (MAUCHER) 1983-06-07. The rejection is 
respectfully traversed. 

With respect to independent claims 1, 7, and 13 the Examiner has again failed to 
demonstrate that the cited MAUCHER reference teaches or suggests a feature of a 
receiving probe "having a frequency lower than the transmitting probe," and has, in fact, 
failed to consider this claimed feature at all. 

While the Examiner has stated with regard to claims 4 and 10 that "usage of 
transducers with different operational frequencies is considered a matter of design choice 
based on the material being tested," the Examiner has failed to provide any support for 
the proposition that having receiving probe with a lower frequency than the transmitting 
probe would be obvious to one skilled in the art. Common sense would suggest that a 
receiving probe intended to receive a signal from a particular transmitting probe would be 
tuned to the same frequency as the transmitting probe, since, under most circumstances 
involving waveform transmission and reception, it is necessary for transmitters and 
receivers to be tuned to matching frequencies. Hence, utilizing a transmitter and receiver 
tuned to different frequencies would appear to be counterintuitive and, thus, not obvious 
to one of ordinary skill in the art. 

For the foregoing reasons, Applicants respectfully submit that independent claims 
1, 7, and 13, and their corresponding rejected dependent claims, 3-6, 9-12, 15 and 16, are 
patentable over the cited MAUCHER reference. Accordingly, Applicants respectfully 
request that the rejection of claims 1, 3-7, 9-13, 15 and 16 in view of MAUCHER be 
withdrawn. 
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III. 35 U.S.C. S 103, Obviousness, Claims 2, 8, 14. and 18 

The Examiner has rejected claims 2, 8, 14, and 18 under 35 U.S.C. § 103 under 35 

U.S.C. § 103 as being obvious in view of JP ¥ 3-279856 (HIDEAKI) 1991-12-1 1 and 

US 5507 1 83 (LARUE et al.) 1 996-04- 1 6. The rej ection is respectfully traversed. 

If an independent claim is non-obvious under 35 U.S.C. § 103, then any claim 
depending therefrom is non-obvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988). Claims 2, 8, 14, and 18 are dependent claims that depend from independent 
claims 1,7, 13, and 17. Applicants have already demonstrated claims 1, 7, 13, and 17 to 
be in condition for allowance. Applicants respectfully submit that claims 3-6, 9-13, 15- 
16, and 19-20 are also allowable, at least by virtue of their dependency on allowable 
claims. 

Moreover, the cited LARUE reference fails to cure the deficiencies of HIDEAKI 
with respect to the claimed feature of a receiving probe "having a frequency lower than 
the transmitting probe." In fact, LARUE actually appears to teach away from using a 
receiving probe and transmitting probe having different frequencies, since LARUE 
indicates that its receiving and transmitting transducers are tuned to the same frequency 
(ofabout2MHz): 

The transducers 20 and 22 are generally constituted by piezo-electric 
transducers with heavy damping, that are designed, when excited by a 
single pulse, to deliver an ultrasound burst constituted by a damped 
alternating wavetrain. In particular it is possible to use transducers that 
have a resonant frequency of about 2 MHz. [col. 4, lines 6-11]. 

Thus, for the foregoing reasons, claims 2, 8, 14, and 18 are not obvious in view of 
the cited HIDEAKI and LARUE references. Accordingly, Applicants respectfully 
request that rejection of claims 2, 8, 14, and 18 be withdrawn. 

IV. Conclusion 

For the foregoing reasons, Applicants believe the present application to be in 
condition for allowance, and such allowance is requested. The Examiner is invited to call 
the undersigned at the below-listed telephone number if in the opinion of the Examiner 
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such a telephone conference would expedite or aid the prosecution and examination of 
this application. 

DATE: gj^Q % &*>*T ~ 

Respectfully submitted, 

David W. Carstens 
Reg. No. 34,134 
Carstens & Cahoon, LLP 
PO BOX 802334 
Dallas, TX 75380 
Tel.: (972) 367-2001 
Fax: (972) 367-2002 
Attorney for Applicants 
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